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REMARKS} 

Claims ] -33 are still pending in this application. 

Cairns IT ^ ^ ^ * ™* two domestic priority 

cla ims to proviso, applications No, 60/220,566 and 60/220.712. Bu, on November , 

Applicant mailed a communication including a sunnier*,™. a ,• • ~* 
„,„• 4 . . <"-«uamg 4 supplemental application data sheet that also 

earned domesuc priori,, of a ,hird provision., action N , 60/27M83 
_n„ y reouesUng 00rrM[ion from , he 0fflcc ortejiiai pMen[ Examfau PP ' 

u» *. Examiner ac^edge ,„ „. nex, communion a* ^ lhlrd ^ 
pnoniy claim has been received by the Office. wmesuc 

Reconsideration of the application is earnestly requested. 

the Examine'" ^ *" ^ *™ » address 

Che Exammer S objects to the spcci ficatio, Reading lhe .ejection under 35 USC §1 p 

IT; IT 1 lia r been amended to rcniove *• pw "~ e ^ - - « 

subm.ts that these claims no. particularly point out and distinctly claim their subject mane, 

The Examiner has rejected independent claims 1. 20 and 31 under 35 USC §102 as being 
dpatcd by Farrar , al , FarrQry Independem daim i7 ^ been rc . ecied J r ^ ^ 

§ 1 03 as being unpatentable over Farrar in v iew of W t r, Independent claim 9 has been 

rejected under 35 USC § 1 03 as being stable over Farrar in view of Be 2y . 

Although the Examiner's arguments have been carefully considered. Applicant 
respectfully traverses these rejections as explained below. 

The Present Inventing 

(for mT fa "« *T <*"»■ - "reared by independent claim , 

or examp e). the P resen, invention convert, ^ chccks ^ ^ ^ ^ ^ ^ 

' ranSaC "' <,n - ™' «"*" <• ™«n,ed ,o t»e customer and i, no, used . 

mS,rUmenl - C,a "" ' S ^ iB ^y ~#~ •** Paper chM no, being used . a 
negooablc mstrumem and being returned ,o said customer." 

The drawee bartc where ,hc customer hoids a cheating account is arranged ,o perform 
convers.cn on, y , conversion vacation md ^ ^ ^ ' 



as a 
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result of one of the above. Claim 1 specifically recmires "a rf™^ * ■ 

u , i_ requires a drawee computer of said drawee 

» , a, reccves sa,d .ransack ,„ forai , Iion ,„ d „ ^ , f p - 

v*£» and «— «« base, upon said .ransacion informal, Claim 4 ^ 
ha, c drawee confer , fuIte arranged _ ^ J 

venncanon or conversion w ,,„ g.,^ based upon ^ . 

Claim , .bus quires conversion of a paper check „ .he poin,-of.sa,e in rea. nme. 

The present application claims the benefit r,r r t c 
U>a, was liicd on Au gus , ,4 2000 ™-'"^ , »* uknl *>-«> a *>-** 
real ,™ i. „• , 71 COnV ' rS "" 1 ° f S Paper ° hecfc « *« P°iM-of-saI. in 

«M« . d.sciosed. Thus, anvpo.en.ia, prior „ must have _ effect da.e Wore Aug., H, 

The Cited Ari n.cr i ngLtlf; hpH 

Farm, is Nm P*,,, A - - r - h - 

Au us, , 5 , 2000 , ^ch^fter^nrinri,, .^,, ^,,, ,„ ^ „„„, 

Figures 5-1 , describe emoodimems in winch rhe paper check is used a. a negciable 

n-™« - i- « «— ,o .He TO ,,, conversion (s„ ra o. im es referred o L 
truncation) « not being perform^ * T ^ p „ jm nf . 

*-* — <?l saig . i ne possibility to convert the cheek tne 

« .he poi„,-o,-sa,o is brie„ y mooned ta ,he fclmll para ^ ph of ^ " 

To, ,he p,opos„,on ,ha, *«* figures require ft. use of a p nys ,cal check as a negortabie 

is found « coiumn 9. iines 63-65; cohunn ,0, hnes 36-50, and co,„ m „ , ,, lilMS ^ 

p ~ iniuaK ~ chMk — * - •« - 

check flow a on, t he nrerchan. ,o ft. merc ha„, processor,. Finally, ft. four* paragraph of 
coh,™ « s«e S "In a„ of ,he en.hodin.en^ deaenhed above, Ure check w i„ Dow ^ pavor 

a „TJr » " '° a ' SmmCr " ^ ^ — "» ^ »- "~ as 

a nesonabie .nslrun.en, i. is re»med .o ,he pavor bank or is ^ ,„ custonler 
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Th,s fourth paragraph does have two short seMenoes te Hm ^ conversi<m ^ 
check a, the poim-of-sale might be possible: mu could occur a, the BOFD or the merchant If 
..occurs a, the merchant, .he check would preferably be returned ,o ,he oK.orr.er." Bu , these 

m**M, m*. do no , d.v.o,,. o r £ Mtki I uav JM „n i n rt ,i =„„ ;~T^:. f 

^^■ ^pnn^ f-nK According*, the disclosure rfJW up „ ^ 

b used a, a baa, «o reject the retired features of Cairn , discussed above, namely, conversion 

ol a paper check in real time at the point-of-sale. 

The disclosure of ,W batata, a, column .4, line 1 1 and extending un.il column It 
,„e 10 and dtscussing Figures 1 1 A and 1 1 B does disclose customer check conversion 
(.runcation, a , , hc point-of-sale. m^Um^j.^,^^^ in 

yete^s (the prov^r,,, „ , hf p, rfnl) ^ , r This disclosure is only present in 

rarrar that has an effective filing date of August 1 s 9ftnn a, a- , 

t AUgusI 15 ' 2000 - Accordingly, tins disclosure of 

check conversion cannot be prior art to the presently claimed invention. 

Both the proviso! application and the regular application upon which Farrar claims 
pnonty do contain the same paragraph found in Farrar at column 12, fourth paragraph (see page 
21 of the P rovxs,ona, and pages 27-28 of the regular application), but as made clear above the 
two short sentences in this paragraph that hint that conversion of the point-of-sale might be a 
Polity do not i„ any way provide m enabJin£ disclosure ^ ^ ^ ^ ^ ^ ^ ^ 

Claim 1 specifically requires conversion of a paper check at the point-of-sale in which the 
paper check is returned to the customer and is not used as a negotiable instrument; Farrar does 
not d.sclose these features prior to applicant's claimed priority date of August 14 -000 



Vanous of the independent claims have also been rejected on the basis of Bazy Bezy 
d.scloses a real-time, point-of-sale check confirmation and guarantee system th at USes visaNet 
for checks issued by member or nonmember third-pany institutions. This system does not 
mvolve check conversion and only discloses batch processing of check, Further, this system 
does not disclose real-time check conversions. 
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Business iVir* 



This article does describe a check convert™ 
Magic "is a nrovider of,. ■ Conve ™ on transaction and claims that the organization 

«g.c , 4 provder of electrons check conversion, electronic check presentment check 
vonficaaon and check guarantee financial services » Bur h > ■ ■ 

disdoses that the Automated Clearing HouseT^ i! d " * ^ * 1 *" **** 

-eck inror.at.on is processed electro^ Zgh iTe ^ " *" ^ 

« - - „ n in i^:zzrr^rr 

present apphcation points 0utai page 4, hnes 10-11 that a typical ACH t ^ ^ 

«l a P , uwl a typical ACH Transaction can take im 10 

48 hour, p^. an ACH faction is often subminod in oatc „ _ „ ^ 

"me. While this article does disclose that data from the check i, „ „ „ 

■nd thai the check i, returned to ,h, " ° n *" el£Clr0nio "* der 

.nhne and i„ real uT Z H t Z ^ " " ■""—» 

•i i«. Because the cor.vere.oj, requires an ACH transaction it is not an onlin, 
™i-ume check conversion while the customer waits. 

does n fo'T ^ '"' 4 ref ° r 10 " Ch50k VCrir ' Caim " "* ^ - «W 

2 2 T " S 7™'°" °" ,y ' aS8i "' ' hiS " « «*» - <■ -1 tun? 

ca!l oToT 3 ** " - fa «"* - *«• hank is 

Zl X"Z"> T mi °" ^ -** « with 

guarantee. Thts article does not disclose these required fealures. 



Conclusj nn 



c^tT™ 0 r ,ami 1 reqUir ° S COnVCrSi °" ° f PapCf ChCCk « ^ the 

capab.hiym perform real-time conversion, conversion wirhv^wfi • 

guarantee aT ,H k~ u u conversion with verification and conversion with 

guarantee, and because the above cited refe™,-..* * j- , 

, , ""vl cuea references do not disclose this feature, it is resoecifnllv 

^.tted that the rejection he withdraw,, Claim 2 requ.es tha, the drawee c^TST 

capable oft r " * * POi "'-° f - S <" e * *— 
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u totner ,„ « ,h= conversion opnons „ CMVereion ^ ^ 

, 8 ™ C ' aim " ~ — - "Q- -a responsT 

usinj onl.ne, rcal-tnne communications while , h e custonler waiK P 

C '™" 20 als ° «*«* aversion where the paper cnoct Ws remme< , 

stomer. C a,m 2 , reouires ordine. reaMimc communi£a , ions whne ' 
« reuses the aversion opMoDS of on(y _ convOTion Ciatm 

conversion with guarantee. 

U»,m „ ^^resconversionof.hepaperchecka.mepoim-of-salewere.hepaper 
=C , returned ,o the _ and is not used as a negotiate i_, The 

rentes tha, the drawee hat* is cpaMe ofperformin, convers.cn with verificMio ,, £££ 
reou.rcs a drawee computer providing ^ ^ con^,^ 

Reeonsiderarion of this application and issuance of a Notice of AUowancc a. an early date 
are respoc,A, 1Iy requested. If the E^iner behoves a toiephone conference wo uW 
sxpedtte prosecution. P ,ease do no, hesitate to teiephone the undented a, <6 12 > 25 " 3*7 

Respectfully submitted, 
Beyer Weaver & Thomas 



Jon&rhan O. Scott 
Registration No. 39,364 




Beyer Weaver & Thomas, LLP 

P.O. Box 778 

Berkeley, CA 94704-0778 

Telephone: (6 12) 252-3330 
Facsimile: (612) 825-6304 
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